
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA465836
Filing date: 04/06/2012

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92053509

Party Plaintiff
Cleveland State University

Correspondence
Address

COLLEEN F GOSS
FAY SHARPE LLP
1228 EUCLID AVENUE, THE HALLE BUILDING 5TH FLOOR
CLEVELAND, OH 44115
UNITED STATES
uspto@faysharpe.com,cfgoss@faysharpe.com,jfry@faysharpe.com

Submission Reply in Support of Motion

Filer's Name Colleen Flynn Goss

Filer's e-mail uspto@faysharpe.com, cfgoss@faysharpe.com,
jfry@faysharpe.com,djacquinot@faysharpe.com

Signature /colleenfgoss/

Date 04/06/2012

Attachments Petitioner's Reply to Registrant's Brief in Opposition.pdf ( 10 pages )(26681
bytes )
SecondSuppDMJDecl_487500_1 (2).pdf ( 18 pages )(3147837 bytes )

http://estta.uspto.gov


 

1 
 

THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
        
      ) 
Cleveland State University,  )    Cancellation No. 92053509 
      )    Reg. No. 3,735,435 
  Petitioner,   )    Trademark: UNIVERSITY OF CLEVELAND 
      ) 

v. ) 
     ) 

CampusEAI Consortium,   ) 
) 

  Registrant.   ) 
      ) 
 
 

PETITIONER’S REPLY TO REGISTRANT’S  OPPOSITION TO PETITIONER’S 
COMBINED MOTION FOR LEAVE TO FILE AMENDED PETITION  

TO CANCEL AND FOR SUMMARY J UDGMENT AND/OR SANCTIONS FOR 
FAILURE TO COMPLY WITH  A BOARD DISCOVERY ORDER 

 
 

Petitioner, Cleveland State University (“Petitioner”), submits this reply brief in 

response to Registrant’s Combined Brief in Opposition to Petitioner’s Motion for 

Summary Judgment and Leave to Amend submitted to the Board on March 27, 2012. 

This Reply is based, in part, on additional information recently obtained from Registrant 

as supplemental discovery and annexed to the Second Supplemental Declaration of 

Diane M. Jacquinot (“2nd Supp. Jacquinot Decl.”), which is concurrently filed herewith.  

 

I. PETITIONER’S MOTION FOR SUMMARY JUDGMENT IS TIMELY AND 

APPROPRIATE 

 A.  Registrant Concedes it Consents  to the Motion to Amend the Pleadings.  

Registrant contends that Petitioner’s Motion for Summary Judgment is not ripe, 

because it was filed contemporaneously with a Motion for Leave to Amend the 
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Pleadings seeking to add a claim on the grounds that the Registrant’s Mark has been 

abandoned under Section 14(3) of The Lanham Act, 15 U.S.C. §1064(3).  In reliance on 

this claim, Registrant did not respond substantively to Petitioner’s Motion for Summary 

Judgment, instead preferring to resort to its fallback position of delay. 

The Board has recognized that summary judgment is not appropriate on an 

unpleaded issue. See TBMP § 528.07 (2nd ed. rev. 2004). A party, however, is permitted 

to file a motion for summary judgment on an unpleaded issue concurrently with a 

motion to amend its pleading to include the unpleaded issue. Societe des Produits 

Marnier Lapostolle v. Distillerie Moccia S.R.L., 10 USPQ2d 1241, 1242 n.4 (TTAB 1989) 

(motion to amend to add new ground, filed simultaneously with motion for summary 

judgment, granted and allegations in new ground deemed denied); see also, TBMP 

§528.07(a) (“Generally, a party that seeks summary judgment on an unpleaded issue 

may simultaneously move to amend its pleading to assert the matter.”). 

Under Fed. R. Civ. P. 15(a), “leave shall be freely given when justice so 

requires.”  Petitioner asserts that amendment is warranted since, through discovery 

responses recently produced by Registrant as a result of a Board Order, it learned that 

Registrant does not provide its services in the United States but, rather, in India. [Dkt. 

#8, Jac. Decl., Exh. B, Interrogatory 15; Dkt. #13, Exh. D, Interrogatory 15].  Giving the 

Registrant the benefit of the doubt that it might have once offered its services in the 

United States, the sworn answers provided by Registrant to propounded discovery 

indicate that the services are provided in India.  Thus, Registrant’s mark has been 

abandoned. [Dkt. #8, Jac. Decl., Exh. B, Interrogatory 15; Dkt. #13, Exh. D., 

Interrogatory 15]. 
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In the last sentence of Registrant’s Brief in Opposition to Petitioner’s Combined 

Motion, Registrant states: “The Registrant has no objection to Petitioner’s Leave to 

Amend.”  Inasmuch as Registrant did not contest Petitioner’s Motion for Leave to 

Amend and, indeed, consented to the amendment in writing, the motion to amend 

should be granted as conceded. See Trademark Rule 2.115 and Fed. R. Civ. P. 15(a) 

(“a party may amend its pleading …with the opposing party’s consent”). 

Thus, in light of established Board practice and the Registrant’s written consent, 

the Motion for Summary Judgment is, contrary to Registrant’s assertion, ripe for 

adjudication. 

B. Registrant Has Not Proffered C ountering Evidence Showing There is a 

Genuine Issue of Fact on the Issue of Abandonment. 

In its briefing supporting its Motion for Summary judgment, Petitioner met its 

burden of demonstrating the absence of any genuine issue of material fact on the issue 

of Registrant’s abandonment of its Mark.  Petitioner’s evidence consisted of Registrant’s 

own sworn responses to interrogatories, particularly the following interrogatory 

response: 

INTERROGATORY NO. 15:  
For each of the Services identified in response to Interrogatory No. 5, 

please identify the geographic area (by city and/or state) in which such Services 
have been offered, provided, and/or sold.  

RESPONSE: 
 India 

[Dkt. #8, Jac. Decl., Exh. B] 

Notably, in its supplemental responses, produced after the filing of the Motion for 

Summary Judgment, Registrant has not amended this response [Dkt #13, Exh. D, 
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Interrogatory 15]. The TBMP expressly sets out the showing Registrant was required to 

make in view of the foregoing showing by Petitioner on the issue of summary judgment: 

If the moving party meets its burden, that is, the moving party has supported its 
motion with affidavits or other evidence which if unopposed would establish its 
right to judgment, the nonmoving party may not rest on mere denials or 
conclusory assertions, but rather must proffer countering evidence, by affidavit or 
as otherwise provided in Fed. R. Civ. P. 56, showing that there is a genuine 
factual dispute at trial. 
 

TBMP §528.01. 

Registrant has not proffered any countering evidence demonstrating a genuine 

factual dispute for trial.  Summary judgment on the issue of abandonment is 

appropriate, particularly in view of Registrant’s own admission on the matter that the 

Registrant’s Mark has only been used in India. 

II. THE BOARD SHOULD SANCTION REGISTRANT 

Registrant conveniently avoids addressing the myriad of arguments for sanctions 

by focusing on its eleventh hour production of the verification of the discovery 

responses provided on February 21, 2012 [Dkt. #11, Jac. Supp. Decl Exh. A; Dkt. #13, 

Exh. B].  Registrant fails to acknowledge that this verification was provided 9 days after 

it was requested by Petitioner; one hour after Petitioner had filed the Combined Motion, 

and in complete disregard of the Board Order requiring verification.  All discovery 

responses must be verified.  The Board Order made this point clear.  Nonetheless, 

Registrant completely ignored the Order until gratuitously prompted to provide the 

verifiaction by Petitioner’s counsel. Petitioner notes that once again, with the 

supplemental discovery response provided by Registrant on March 27, 2012 and 

attached to Registrant’s Combined Brief in Opposition to Petitioner’s Motion for 
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Summary Judgment and Leave to Amend there is no verification [Dkt. #13, Exh. D.]1. It 

is not Petitioner’s job to explain to Registrant how to properly respond to discovery. 

On January 11, 2012 the Board ordered:  

Respondent is allowed thirty (30) days  from the mailing date of this order in 
which to serve upon petitioner full and complete answers to petitioner’s 
Interrogatory Nos. 1-3 and 5-38, without objection (except for objections based 
upon privilege). 
With regard to Interrogatory No. 4, petitioner’s motion to compel is granted to the 
extent that respondent is compelled, within the same thirty days provided above, 
to state the date when registrant first began using the term UNIVERSITY OF 
CLEVELAND as a service mark in connection with education services, namely 
providing university level instruction and courses (emphasis added). 
 

See Dkt. #7, p. 3; and 
 

Respondent is also allowed thirty (30) days from the mailing date of this order in 
which to serve upon petitioner responsive documents to petitioner’s Document 
Request Nos. 1-8, 10-29, 31-38, without objection (except for objections based 
upon privilege) (emphasis added). 

 
See Dkt. #7, p. 3. 

 
Registrant provided deficient responses to the Interrogatories and responses to 

the Requests, belatedly, under oath. Registrant quite simply failed to comply with the 

Board Order. Yet, Registrant’s counsel believes that by submitting another round of 

unsworn supplemental responses, he can avoid sanctions for defying the earlier Board 

Order. 

Significantly, the new supplemental responses are almost as deficient as the first.  

The responses are incomplete and provide information that fails to show use of the 

mark UNIVERSITY OF CLEVELAND in commerce [Dkt. #13, Exh. D]. Rather, 

                                            
1 Registrant modified the previously sworn answers to Petitioner’s Interrogatories Nos. 11, 13, 19, 27, 28, 
29, 32, and 37 and provided documents, albeit arguably non-responsive documents, in response to 
Petitioner’s Document Production Requests Nos. 1, 3, 5, 8, 12, 13, 14, 16, 22, 26, 28, and 29 [Dkt. #13, 
Exh. D]. 
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Registrant provides almost nonsensical statements about salaries of Registrant’s 

employees in Rupees (or with no currency reference at all) which seem to bear no 

relationship to the trademark use of the phrase UNIVERSITY OF CLEVELAND. 

Again, Petitioner notes that the Definitions (to which Registrant did not object) 

provided in Petitioner’s First Set of Interrogatories to Registrant state: 

The term “Registrant” or “CampusEAI” or “you” as used in these 
definitions, interrogatories and any request for the production of documents and 
tangible things shall include the Registrant, CampusEAI, as well as its 
subsidiaries, affiliates, divisions, corporate predecessors, and any other legal 
entities that are wholly or partly owned or controlled, or are controlled by 
Registrant, either directly or indirectly, and all present and future directors, 
owners, officers, employees, counsel (including, but not limited to all house and 
outside counsel), agents, consultants, experts, representatives and all other 
persons acting, or purporting to act on behalf of Registrant, its subsidiaries, 
affiliates, divisions, predecessors and any other legal entities that are wholly or 
partly owned or controlled by Registrant. 
 

[Dkt. #8, Jac. Decl., Exh. B, p. 2; Dkt. #13, Exh. D, Interrogatories, p. 2]. 
 

Yet, once again, Registrant chose to answer Interrogatory 29 only based on Mr. 

Chopra’s knowledge2 even though the knowledge of officer’s directors, and counsel is 

considered to impute to Registrant.  One must still question the veracity and 

completeness of the response to Interrogatories such as No. 29 when clearly, Michael 

DeJohn definitely has knowledge of when he first learned of the use of Petitioner’s 

marks.  

Registrant has not made any of the supplemental documents produced of record, 

thus Registrant’s cannot rely on any of these documents as so-called evidence of use.  

                                            
2 Petitioner notes that the CFO of Registrant is listed in the initial response and the Supplemental 
response to Interrogatory No. 1 as Arun Kumar, yet in the Supplemental responses, the CFO is referred 
to in response to Interrogatories  No. 27 and 29 as Arun Chopra. This inconsistency alone causes 
Petitioner undue burden should the matter reach the trial stage in that it is not clear who should be called 
to testify [Dkt. #13, Exh. D, Interrogatories 1, 27, and 29]. 
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Registrant’s opposition is silent as to how these documents counter the clear admission 

in its verified response to Interrogatory No. 15 (i.e. “For each of the Services identified in 

response to Interrogatory No. 5, please identify the geographic area (by city and/or 

state) in which such Services have been provided, and/or sold. Response: India.”) [Dkt. 

#8, Jac. Decl., Exh. B; Dkt #13, Exh. D]. Moreover, taken at face value, the 

supplemental document production does not show actual use of the mark UNIVERSITY 

OF CLEVELAND.  Petitioner has been inundated with handwritten receipts in Rupees 

for unknown services which in no case utilize the name UNIVERSITY OF CLEVELAND. 

All receipts and bank statements bear the name CampusEAI.  The only items bearing 

the mark UNIVERSITY of CLEVELAND are two contracts with Indian companies to 

provide educational services in India. [2nd Supp. Jacquinot Decl., Exh. A]. These 

documents do not evidence use of Registrant’s Mark in the United States and are 

irrelevant. 

Regardless of whether or not Registrant has produced so-called answers and 

documents, these are produced far too late in the proceeding.  The original discovery 

requests were served in September 10, 2011. It is truly questionable how nothing could 

be produced for over six months even in the face of a clear Board Order, yet one month 

later, documents and answers, questionable as they may be, can magically appear.  

Finally, in the Order, the Board noted “[s]hould respondent fail to serve on 

petitioner the discovery responses as ordered herein, as well as a privilege log, if 

applicable, the Board will entertain a motion for sanctions in the form of entry of 

judgment sustaining the petition to cancel” [Dkt. #7, p. 4].  Quite simply, Registrant 

failed to comply with the Order when required by providing improper responses and 
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exhibiting uncooperative behavior. Thus the Board should follow through on its 

statement and sustain the petition to cancel. 

At the very least, the Board should take Registrant at its word that it uses the 

mark in India only - not the United States - and cancel Registrant’s Registration for 

abandonment. 

III. CONCLUSION 

 For all of the foregoing reasons, Petitioner, Cleveland State University, 

respectfully requests that: 

(a) it be granted leave to amend its Petition to Cancel to assert abandonment as 

an alternative ground for cancellation of Registrant’s Mark; and 

(b) the motion for summary judgment be granted in its favor and United States 

Registration No. 3,735,435 for the mark UNIVERSITY OF CLEVELAND be 

cancelled; and/or 
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(c) Registrant be sanctioned by entering judgment in Petitioner’s favor, or, 

 alternatively, be estopped from introducing any evidence that it has used, or 

 intends to resume use of, Registrant’s Mark in connection with the services 

 identified in Registrant’s Registration, all pursuant to 37 C.F.R. §2.120(g) and 

 TBMP §527.01. 

Respectfully submitted, 
      Cleveland State University  
 

     
Date: April 6, 2012    By:  /s/Colleen Flynn Goss   
      Colleen Flynn Goss, Esq. 
      Jude A. Fry, Esq. 
      Fay Sharpe LLP 
      The Halle Building, 5th Floor 
      1228 Euclid Avenue 
       Cleveland, OH  44115 
      (216) 363-9000 
      cfgoss@faysharpe.com 
      jfry@faysharpe.com 
      uspto@faysharpe.com 
 
      Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 

I hereby certify that on April 6, 2012, the foregoing PETITIONER’S REPLY TO 
REGISTRANT’S OPPOSITION TO PETITIONER’S COMBINED MOTION FOR LEAVE 
TO FILE AMENDED PETITION TO CA NCEL AND FOR SUMMARY JUDGMENT 
AND/OR SANCTIONS FOR FAILURE TO COMPLY WITH A BOARD DISCOVERY 
ORDER was served via email, with consent, on Michael C. DeJohn, counsel for 
Registrant at michael_dejohn@campuseai.org. 
 

 
        /s/ Colleen Flynn Goss   
      Colleen Flynn Goss, Esq. 
      Attorney for Petitioner 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
CLEV 700117US01 491974 1 



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
        
      ) 
Cleveland State University,   )    Cancellation No. 92053509 
      )    Reg. No. 3,735,435 
  Petitioner,   )    Trademark: UNIVERSITY OF CLEVELAND 

v. ) 
     ) 

CampusEAI Consortium,   ) 
      ) 
  Registrant.   ) 
      ) 
 
 

SECOND SUPPLEMENTAL DECLARATION OF DIANE M. JACQUINOT 
 

I, Diane M. Jacquinot, declare and state as follows: 

1. I am a paralegal with the firm of Fay Sharpe LLP, attorneys for Petitioner, 

Cleveland State University and, as such, I am fully familiar with the facts and circumstances of 

this matter.   

2. I make this Second Supplemental Declaration to authenticate materials that will 

be used in Petitioner’s Reply to Registrant’s Opposition to Petitioner’s Combined Motion for 

Leave to File Amended Petition to Cancel and for Summary Judgment and/or Sanctions for 

Failure to Comply with a Board Discovery Order.  

3. Attached to this Declaration as Exhibit A are true and accurate copies of 

documents that were produced to Petitioner on March 27, 2012, via e-mail, by Michael DeJohn 

on behalf of Registrant.  These documents bear no bates numbers for identification purposes but 

were identified by Mr. DeJohn as “LSR/JDMC agreements (RFP resposnes)” [sic]. 

I declare under penalty of perjury that the foregoing is true and correct and that this 

declaration was executed at Cleveland, Ohio on April 6, 2012. 

 
         /s/ Diane M. Jacquinot                          
                    Diane M. Jacquinot 
CLEV 700117US01 (487500.1) 
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